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For the Member States of the European Union, the law applicable to non-contractual 

obligations arising from infringements of intellectual property rights is determined by 

Article 8 of the Regulation (EC) No 864/2007 of the European Parliament and of the 

Council of 11 July 2007 on the law applicable to non-contractual obligations (“Rome II”), 

which is the lex loci protectionis for non-Community intellectual property rights or the lex 

loci delicti for the case of unitary Community intellectual property rights. Article 8 also 

absolutely excludes the choice of law made by parties which is commonly recognised and 

accepted in other type of non-contractual obligations. Currently, there are two different 

well-known trends addressing this issue. The Hamburg Group for Private International 

Law and Kreuzer share the same view that party autonomy is not essential in case of 

infringement of intellectual property rights, while other scholars such as de Boer, van 

Engelen and Matulyonité argue that a more open approach allowing the freedom of choice 

is reasonable. 

This dissertation takes the second view that supports party autonomy in the choice of law 

for infringement of intellectual property rights. In order to do so, it will firstly take a deep 

look at party autonomy in private international law and in Rome II to clarify the benefit of 

having party autonomy in the choice of law. Secondly, the paper will review Rome II, 

specifically Article 8, so as to illuminate the reasons why Rome II has a specific provision 

governing this type of non-contractual obligations and why it excludes party autonomy in 

these cases. It will go further by evaluating whether these reasons are sensible. Thirdly, it 

will point out the current problems of Article 8, which can be resolved if party autonomy is 

allowed. The study will also discuss the limitation to party autonomy to strike the balance 

between the protection of intellectual property and the freedom of choice. From these 

analyses, this dissertation will propose that the lex loci protectionis and lex loci delicti are 

good choices but there is no convincing reason to absolutely deny party autonomy. In the 

case of non-contractual obligations arising from infringements of an intellectual property 

rights, parties should have right to choose the applicable law within particular limitations.  
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Introduction 

In May 2002, the European Commission published the first preliminary draft1 addressing 

the conflict of law issue for non-contractual obligation within the European Union (“EU”), 

which arises when there is foreign element in the case and the “substantive laws” of 

relevant countries differ from each other.2 After receiving many comments from trade and 

industry groups, professional organisations, governments, practitioners, as well as 

academics, the European Commission completed the final draft in 2003.3 In 2007, the 

“Regulation on the law applicable to non-contractual obligations”4 was adopted by the 

European Parliament. Pursuant to Article 1 of Rome II, the scope of the Regulation covers 

“non-contractual obligations in both civil and commercial matters, in the situations 

involving a conflict of laws” excluding “revenue, customs or administrative matters or the 

liability of the State for acts and omissions in the exercise of State authority”. 

Van Engelen considered Rome II as one of the first step of the EU towards the 

development of the conflict of laws field including the choice of law rules for contractual 

and non-contractual obligations.5 Before Rome II, there was the Rome Convention,6 and 

later the Rome I Regulation7 addressing the conflict of law issue within the EU, but for 

contractual obligations only. The adoption of Rome II on non-contractual obligations helps 

to fulfil the harmonisation process of conflict of law rule in the Union.8  

It is necessary to look at the general choice of law rule provided in Article 4(1) since it is 

the rule applying to any kind of non-contractual obligations except some particular 

circumstances. Furthermore, understanding the general rule is also useful to find the reason 

                                                            
1 Preliminary Draft Proposal for a European Council Regulation on the Law Applicable to Non-Contractual 
Obligations (“Preliminary Draft Proposal”)   
<http://ec.europa.eu/justice/news/consulting_public/rome_ii/news_hearing_rome2_en.htm> accessed on 08 
July 2014. 
2 James J. Fawcett and Paul Torremans, Intellectual Property and Private International Law (2nd ed, OUP, 
2011) 799. 
3 Proposal for a Regulation of the European Parliament and the Council on the Law Applicable to Non-
Contractual Obligations, (COM 427) (2003) final, 2003/0168(C)D), Brussels July 22, 2003 (“Commission 
Proposal”) <http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=COM:2003:0427:FIN:EN:PDF> 
accessed on 08 July 2014. 
4 Regulation (EC) No 864/2007 of the European Parliament and of the Council of 11 July 2007 on the law 
applicable to non-contractual obligations (“Rome II”). 
5 Dick van Engelen, ‘Rome II and Intellectual Property Rights: Choice of Law Brought to a Standstill’ (2008) 
Nederland Internationaal Privaatrecht Alf 4 440-448 < http://www.dickvanengelen.nl/files/Artikelen/2008_-
_Rome_II_and_Intellectual_Property_-_Dick_van_Engelen.pdf> accessed on 12 July 2014. 
6 Convention on the Law Applicable to Contractual Obligations 1980 (“Rome Convention”). 
7 Regulation (EC) No 593/2008 of the European Parliament and of the Council of 17 June 2008 on the law 
applicable to contractual obligations (“Rome I”). 
8 Treaty on the Functioning of the European Union Article 67. 
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why this rule does not apply to some specific situations. Under Article 4(1), the law 

applicable “shall be the law of the country in which the damage occurs irrespective of the 

country in which the event giving rise to the damage occurred and irrespective of the 

country or countries in which the indirect consequences of that event occur”. The concept 

of “non-contractual obligation” as well as a “tort/delict” should be understood as an 

autonomous concept for the purpose of Rome II in order to avoid the variety of 

understanding in different jurisdictions.9 Furthermore, the concept of “non-contractual 

obligation” should include all civil and commercial obligations except the one considered 

as “contractual obligation”.10  Besides, “damage” is defined as “any consequence arising 

out of tort/delict”.11  

The exception for the above rule can be found in Article 4(2), which is when parties “have 

their habitual residence at the same country at the time when the damage occurs”. In that 

situation, the law of that country will apply instead of the lex loci damni. This rule “should 

be seen as an exception to the general principle, creating a special connection where the 

parties have their habitual residence in the same country”.12  

Another exception mentioned in Article 4(3) is that “where it is clear from all the 

circumstances of the case that the tort/delict is manifestly more closely connected with a 

country other than that indicated in paragraphs 1 or 2, the law of that other country shall 

apply”. According to the Commission Proposal, Article 4(3) is an “exceptional clause 

which aims to bring a degree of flexibility” to the general choice of law rules.13 However, 

this clause also provides some degree of foreseeability to the applicable law. The 

experience with Rome Convention has showed that the state courts tend to begin with the 

exceptional clause and try to use “the law that best meets the proximity criterion”.14 

Therefore, Article 4(3) must remain really exceptional, and its application needs to be 

supported by strong and clear reasons.15 

It is clear in Rome II that Article 4 does not apply to some specific tort cases. The reason is 

that in those cases, the general rule does not allow “a reasonable balance to be struck 

                                                            
9 Rome II (n 4) Recital 11. 
10 Dickinson, The Rome II Regulation- The Law Applicable to Non-Contractual Obligations (OUP, 2008) 
163. 
11 Rome II (n 4) Article 2(1). 
12 Rome II (n 4) Recital 18. 
13 Commission Proposal (n 3) 12.  
14 Ibid. 
15 Dickinson (n 10) 340. 
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between the interests at stake”.16 It is considered that the rule in Article 4(1) and its 

exception in Articles 4(2) and 4(3), do not appear “to be compatible with the specific 

requirements” in some fields such as intellectual property (“IP”).17 That led to the adoption 

of a specific rule to determine the applicable law in the case of infringement of intellectual 

property rights (“IPRs”) in Rome II.  

Article 8 on the law applicable to non-contractual obligation arising from the infringement 

of IPRs is one of the specific provisions in Rome II. The Commission explained in Recital 

26 of Rome II that “the universally acknowledged principle of the lex loci protectionis, the 

law of the country for which the protection is claimed, should be preserved”. 

Consequently, the Commission came up with the special rule to determine the law 

applicable to the infringement of IPRs which is the law of the country “for which 

protection is claimed” in Article 8(1). Moreover, under Article 8(2), in the case of the 

infringement of unitary Community IPRs, for any question that is not governed by the 

relevant Community instrument, the applicable law is the law of the country “in which the 

act of infringement was committed”. The reason for the existence of Article 8 as a specific 

provision will be discussed further in this research. 

Intellectual property rights and infringements 

In order to understand Article 8, firstly, it is necessary to know what the scope of 

‘intellectual property rights’ under Rome II is. Generally, IP refers to “creations of the 

mind” including inventions, literary and artistic works, symbols, names and images used in 

commerce.18 Recital 26 of Rome II provides the instruction to clarify the term by stating 

that “for the purposes of this Regulation, the term ‘intellectual property rights’ should be 

interpreted as meaning, for instance, copyright, related rights, the sui generis right for the 

protection of databases and industrial property rights”. This statement does not offer an 

exact definition of IPRs but just lists some of the rights that may fall within the scope of 

Rome II. However, van Engelen suggested that one could take Recital 26 as an indication 

that the term should not be interpreted too narrow.19  

Furthermore, to fully acknowledge the scope of IPRs in Rome II, it is necessary to look at 

the international treaties that the EU is a contracting party. It should be noticed that the EU 
                                                            
16 Rome II (n 4) Recital 19. 
17 Commission Proposal (n 4) 20. 
18 World Intellectual Property Organisation, ‘What is Intellectual Property’ 
<http://www.wipo.int/export/sites/www/freepublications/en/intproperty/450/wipo_pub_450.pdf> accessed on 
01 September 2014. 
19 van Engelen (n 5). 
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is a member of the “Agreement on trade-related aspects of intellectual property rights” 

(“TRIPs”).20 In its judgment for joined cases of Parfums Christian Dior v Tuk Consultancy 

and Assco Gerüste v Layher,21 the Court of Justice of the European Union held that it has 

jurisdiction to interpret TRIPs as the Treaty covers the obligations that the Union has 

accepted.22 Hence, it means that the IPRs protected by TRIPs are also covered by Rome II. 

As a result, the rights mentioned in the Paris Convention,23 the Berne Convention,24 the 

Rome Convention,25 and the “Washington Treaty on Intellectual Property in Respect of 

Integrated Circuits”26 are within the scope of Rome II.  

Moreover, the Community IPRs are also covered by Rome II because Article 8(2) 

mentions a specific rule for these rights. According to the “Directive on the Enforcement 

of Intellectual Property Rights”, the Community IPRs are the rights regulated by the 

Community’s legislation.27 Recently, pursuant to relevant Regulations on IP, the 

Community IPRs include Community trademarks,28 Community design rights,29 and 

Community plant variety rights.30 If there is any question related to Community IPRs that 

is not answered in these Regulations, the law applicable to determine that question will be 

chosen in accordance with Article 8(2) of Rome II. In brief, according to Rome II and 

relevant legislations, it can be concluded that most of the IPRs recognised in international 

legislations are covered by Rome II.   

There is no definition of infringement of IPRs in Rome II. Generally, it can be understood 

as “an act that interferes with one of the exclusive rights” of an IP owner.31 IP owners may 

                                                            
20 Annex 1C to the Agreement Establishing the World Trade Organization 
<http://www.wto.org/english/docs_e/legal_e/legal_e.htm#TRIPs> accessed on 15 July 2014. 
21 [2000] Joined Cases C-300/98 & C-392/98, 2000 E.C.R. I-11307. 
22 Ibid [33] “TRIPS, which is set out in Annex 1 C to the WTO Agreement, was concluded by the 
Community and its Member States under joint competence (see Opinion 1/94 of 15 November 1994 [1994] 
ECR I-5267, paragraph 105). It follows that where a case is brought before the Court in accordance with the 
provisions of the Treaty, in particular Article 177 thereof, the Court has jurisdiction to define the obligations 
which the Community has thereby assumed and, for that purpose, to interpret TRIPs.” 
23 Paris Convention for the Protection of Industrial Property of March 20, 1883. 
24 Berne Convention for the Protection of Literary and Artistic Works of September 9, 1886. 
25 Rome Convention for the Protection of Performers, Producers of Phonograms and Broadcasting 
Organizations of October 26, 1961.  
26 Washington Treaty on Intellectual Property in Respect of Integrated Circuits of May 26, 1989. 
27 Directive (EC) 2004/48 of 29 April 2004 on the Enforcement of Intellectual Property Rights (“EU 
Enforcement Directive”). 
28 Regulation (EC) No 207/2009 of 26 February 2009 on Community Trade Mark (“Trade Mark 
Regulation”). 
29 Regulation (EC) No 6/2002 on the Community Design amended by Regulation (EC) No 1891/2006 to give 
effect to the accession of the European Community to the Geneva Act of the Hague Agreement concerning 
the international registration of industrial designs (“Design Regulation”). 
30 Regulation (EC) No 2100/94 on Community Plant Variety Rights (“Plant Variety Rights Regulation”). 
31 Bryan A. Garner (ed), Black’s Law Dictionary (9th ed, 2009, Thomson Reuters), 851. 
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allow others to use part or all of their rights related to the IP by entering contracts. In these 

situations, it is usually a breach of contract that leads to the activities outside of the 

contract, bringing these activities into the scope of infringement. Since the scope of IPRs in 

Rome II is very wide as pointed out above, the scope of infringement is also broad. It 

covers the infringement of most of the recognised IPRs, including but not limited to 

copyrights, patent, design and trademark.  

Limitation on party autonomy 

Article 8 also has a limitation to the choice of law made by parties. Article 8(3) emphasises 

that “the law applicable under this Article may not be derogated from by an agreement 

pursuant to Article 14 on freedom of choice”. Therefore, although party autonomy is 

considered as one of the most important principles of contemporary choice of laws,32 and 

is recognised in Article 14 of Rome II, parties are not allowed to make any choice on the 

law applicable to the infringement of IPRs. This approach of Rome II unavoidably 

increases “the risk of fragmentation of the law applicable, inconsistencies, complexity, 

uncertainty and cost in resolving disputes on IPRs issues, very closed related to those 

regarding the obligations of the parties under the license contract or the contract of 

assignment”.33  

A question has been raised by some scholars in the field such as Matulyonité, van Engelen 

and de Boer that should parties be allowed to make their own decision on the applicable 

law for their IP tort cases? They have attempted to answer that question and argue that 

party autonomy should be allowed since there is a need of party autonomy for this kind of 

tort. Matulyonité rightly examined the need and advantages of having party autonomy.34 

She also demonstrated that the reasons of the Commission to exclude party autonomy in 

Article 8 were unconvincing. Van Engelen argued that the current approach which 

excludes arty autonomy is too rigid.35 De Boer also stated that there is no good reason to 

not allow another law rather than the law of protecting country.36  

                                                            
32 Th M. de Boer, ‘Party Autonomy and Its Limitation in Rome II Regulation’ (2007) Yearbook of Private 
International Law Volume IX, 19-30, 19. 
33 Nerina Boschiero, 'Infringement of Intellectual Property Rights: A Commentary on Article 8 of Rome II 
Regulation' (2007) Yearbook of Private International Law Volume 9, 110. 
34 Rita Matulionyté, ‘Calling for Party Autonomy in Intellectual Property Infringement Cases’ (2013) Journal 
of Private International Law Volume 9 No 1, 77-99. 
35 van Engelen (n 5). 
36 de Boer (n 32). 
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This study focuses on the argument for party autonomy in Article 8 of Rome II. The first 

chapter will analyse the necessity of party autonomy, in private international law and more 

particular, in the conflict rules in the field of tort. The next chapter will examine Article 8 

to clarify the reasons why there is a specific rule for the law applicable to the infringement 

of IPRs and why there is no party autonomy allowed. It will also point out why such 

reasons for excluding freedom of choice are insensible. The third chapter then will focus 

on the argument to have party autonomy in IP tort besides the lex loci protectionis by 

pointing out the problems of not having party autonomy and mentioning the national laws 

and academic proposals which allow party autonomy. The last chapter will consider the 

requirement to have limitation for party autonomy in the tort cases of IPRs and discus 

some essential limitations. 

Methodology 

To clarify these above issues, this dissertation will be carried out by interpretive and 

critical method. It will use a wide range of primary sources including national laws, case 

law and European legislations, as well as many secondary sources. It will demonstrate that 

there is a need for party autonomy in Article 8 of Rome II, and a more open approach 

which allows parties to choose the applicable law is possible. So as to verify this point, the 

research will review two schools of thought which demonstrate the recent approaches to 

the matter of party autonomy in infringement of IPRs and support by the well-known 

scholars in this field. The first represented by the Hamburg Group37 and Kreuzer38 

considers that the current approach of Article 8 without party autonomy is appropriate. On 

the other hand, the second trend followed by some scholars such as van Engelen39 and 

Matulyonite40 supports the argument of having party autonomy in this type of tort. Before 

turning to the specific provision on party autonomy in Article 8 as well as the arguments 

for and against it, it is essential to identify the significance of party autonomy in general 

and particular in Rome II. 

  

                                                            
37 Hamburg Group for Private International Law, Comments of 23 September 2002 on the European 
Commission’s Draft Proposal for a Council Regulation on the Law Applicable to Non-Contractual 
Obligations, 21-5. 
38 Karl Kreuzer, Tort Liability in General, in Alberto Malatesta (ed), The Unification of Choice of Law Rules 
on Torts and Other Non Con-tractual Obligations in Europe, The Rome II Proposal (2006, Studi e 
Pubblicazioni della Rivista di Diritto Internazionale Privato e Processuale no. 63, Cedam, Padova) 45-58. 
39 van Engelen (n 5). 
40 Matulionyté (n 34). 
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Chapter I. Party Autonomy in Rome II 

This chapter identifies the significance of party autonomy, firstly in private international 

law and then in Rome II. It reviews English and EU approaches on the choice of law, from 

contract law to tort law to analyse the adoption of the freedom of choice of law in these 

fields. Then it focuses on Rome II, especially Article 14 to demonstrate the importance of 

the principle of party autonomy in Rome II and how the Regulation adopts such principle.  

1. Party Autonomy in Private International Law 

Party autonomy has a rich history dated back to the beginning of private international law 

in the Middle Ages.41 However, not until the 1960s did the principle become popular when 

the conflict rules allowing parties to choose the applicable law was adopted.42 Since then, 

party autonomy has placed an important role in both national and international conflict of 

law rules. Although party autonomy in the choice of law is not a new topic, it has not lost 

its significance in the field of private international law. 

When talking about freedom of choice of law, at first one usually thinks of the choice in 

contract. It is easy to understand because the principle of party autonomy has become very 

well-known in contract law, as it is recognised in many legislations and uniform customs. 

For example, Article 3 of Rome I states clearly that the contract “shall be governed by the 

law chosen by parties”. Article 1.1 of UNIDROIT Principle43 mentions the freedom to 

determine the contents of contract, including the governing law.  

Regarding party autonomy in contract, a question is raised that whether parties are free to 

determine whichever law they want, despite any particular municipal legal system or the 

choice has effect only by reference to the conflict of law rules of a particular system of 

law.44 The later receives more support, as Ehrenzweig observed rightly that “party 

autonomy is, of course, not an independent source of conflicts rules, but is effective only in 

so far as it is recognised by such a rule”.45 Parties cannot create the freedom of choice 

themselves but the law of the forum provides them that authority.46 The law of the forum 

controls party autonomy by deciding the conditions, limits and scope of party autonomy in 
                                                            
41 Peter Nygh, Autonomy in International Contracts (Claredon Press, 1999) 3. 
42 Frank Vischer, Internationales Vertragsrecht, Die kollisonsrechtlichen Reglen der Anknüpfung bei 
internationalen Verträgen (Verlag Stämpfli & Cie, Bern, 1962) 23. 
43 UNIDROIT Princile of International Commercial Contract, 2010 
<http://www.unidroit.org/english/principles/contracts/principles2010/integralversionprinciples2010-e.pdf> 
accessed on 19 August 2014. 
44 Nygh (n 41) 31. 
45 Albert A. Ehrenzweig, Private International Law (Sijthoff, 1972) Vol I, 44. 
46 Nygh (n 41) 33. 
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international contracts.47 Therefore, the court can determine to apply the law chosen by 

parties or not. For instance, in England, the chosen law is usually applied but not always.48 

It can be said that the choice of law does not operate until the court applies it in the 

proceeding.49  

The freedom of choice was accepted in tort law later than in contract law. Despite the 

differences in national laws, the law of the place where the tort was committed was the 

general conflict of law rule in Europe when dealing with tort cases.50 Latterly, the lex loci 

delicti has been weakening when the courts applied some other rules in particular cases. 

Some examples can be found in Phillips v Erye51 and Boys v Chaplin52 heard by English 

courts, in which the lex loci and lex fori were applied as the same time. In English law, 

before the adoption of Rome II, there is no party autonomy for the choice of law in tort 

mentioned in the statute.53 Nonetheless, if the claim can be made either in contract or in 

tort, the courts usually “ignored the tortious aspects” 54 and apply the choice of law made in 

contract.55  

There are two main reasons for not applying party autonomy in tort case in the past. 

Firstly, normally parties are strangers before the damage occurs.56 Hence, they are not 

willing to agree on the applicable law ex post because of the difference in tort laws of 

different States and the disadvantages that one party may suffer. Secondly, if parties are in 

a contractual relationship before the damage occurs and the tort related to that relationship, 

the law applicable to that relationship will also apply to the tort anyway. 57 As a result, the 

rule allowing parties to choose the applicable law ex ante would be “superfluous”. 

Regardless of the above reasons, as Matulyonité noticed rightly in her recent valuable 

article, party autonomy is considered as bringing advantages to the solution of non-

                                                            
47 Kahn- Freund, General Principles of Private International Law (Sijthoff, 1980) 197. 
48 David Pierce, ‘Post Formation Choice of Law in Contract’ (1987) 50 MLR 177, 196. 
49 Ole Lando, ‘The Conflict of Laws of Contracts’ (1984) 189 Rec. des cours, 285-286. 
50 Bernard Hanotiau, ‘The American Conflicts Revolution and European Tort Choice-of-Law Thinking’ 
(1982) 30 AM.J. COMP. L. 73, 88. 
51 [1870] 6L.R.Q.B.1. 
52 [1971] A.C. 356. 
53 Private International Law Act 1995, Articles 11, 12. 
54 Pippa Rogerson, Collier’s Conflict of Laws (4th ed, CUP, 2013) 334. 
55 Sayers v International Drilling Co. Ltd NV [1971] 1 WLR 1176; Source Ltd v TUV Rheinland Holding AG 
[1998] QB 54. 
56 Thomas Kadner Graziano, ‘Freedom to Choose the Applicable Law in Tort- Article 14 and 4(3) of Rome II 
Regulation’ in John Ahern and William Binchy (eds), The Rome II regulation on the law applicable to non-
contractual obligations : a new international litigation regime (Martinus Nijhoff Publishers, 2009) 114. 
57 Ibid. 
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contractual disputes.58 Firstly, the agreement on choice of law helps to increase legal 

certainty.59 If the expressed choice of law made by parties is accepted, the issue of 

applicable law is clear and there will be no further question on this matter. This approach 

can contribute to the predictability and legal certainty which are the goal that the EU 

wishes to achieve. At the same time, it takes into account the necessity of flexibility by 

providing flexibility through party autonomy.  

Secondly, party autonomy grants parties the best chance to protect their legal rights and 

interests. No one else but disputing parties is in the best position to know which law would 

be the best for their rights and interests. It would be better for them if they can choose to 

apply one law for all their legal relationships, contractual or non-contractual or decide to 

apply different laws.  

Thirdly, in practice, parties may use the possibility to agree on the applicable law for the 

reasons of procedure. An example can be found in Bier v Mines de Potasse d’Alsace.60 It 

demonstrates the need of party autonomy in the choice of law applicable to tort case 

because of the litigation process. The French company had released saline residue into the 

Rhine. The Dutch company which used water from the river therefore had to install a water 

purification system. The Dutch company then submitted a claim against the French 

company before the Dutch courts. At the first instance, parties wanted to apply the law of 

their own country. However, latterly they agreed to apply Dutch law even though the 

French Civil Code provided for one of the strictest liability in Europe that time.61 The 

reason for such agreement was that the application of foreign law could not be a subject for 

appeal before Dutch courts. By choosing to apply Dutch law, parties opened possibility for 

further review by the higher court. Besides, the application of forum law in many cases is 

easier for both parties and the courts since there is no need to get legal opinion or 

interpretation of foreign law. It makes the procedure less complicated. Actually, the 

application of the lex fori is quite common in the courts. When the choice of law rule refers 

to a foreign law but the claimant based their claim on forum law and the defendant does 

not challenge it, the court usually apply forum law. 62  

                                                            
58 Matulionyté (n 34) 82. 
59 Ibid. 
60 Bier v Mines de Potasse d’Alsace [1976] ECJ Case 21/76 ECR 1735. 
61 Graziano (n 56) 116. 
62 Ibid 115. 
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Due to the above advantages, party autonomy is accepted not only in contract law but also 

in tort law.63 Rome II considers that “to respect the principle of party autonomy and 

enhance legal certainty”, parties’ agreement on choice of law should be accepted.64 That 

idea was adopted in Article 14 of Rome II which will be analysed in the next part. 

2. Party Autonomy in Rome II 

The recognition of party autonomy in Rome II is evaluated by Graziano as one of the most 

important applicable law rule in the Regulation.65 However, before Rome II, there was an 

opinion doubting the necessity of party autonomy in tort cases. Muela considered that such 

necessity was little or even undesirable.66 As time passed by, that opinion has not been 

supported anymore. It has been argued by de Boer that party autonomy in choice of law is 

crucial for legal certainty and predictability,67 and for the achievement of better solution.68  

Rome II emphasises the freedom of choice in its Article 14 which provides parties the 

rights to choose the law applicable to non-contractual obligations, as well as points out 

some limitation of such freedom. In accordance with Article 14(1), parties can make an 

agreement on the law applicable to the non-contractual obligations. It seems obvious in the 

wording of this Article that ‘the law’ refer to national law rather than custom or general 

principle.69  

There are two main issues related to the first paragraph of Article 14(1), which are the 

identity of parties and the relationship between the agreement and the national law.70 

Firstly, it is not very clear in the wording of this Article whether the parties are parties to 

the agreement on choice of law or any parties to the proceeding. In regard to this matter, 

Rushworth and Scott assumed accurately that the ‘parties’ should refer to the parties to the 

agreement but not parties to the proceeding because of the need to achieve the certainty 

and effectiveness in the choice of law agreement.71 Secondly, although Recital 31 states 

that the court has to respect the intentions of parties, there is no answer for the question of 

                                                            
63 de Boer (n 32) 19. 
64 Rome II (n 4) Recital 31. 
65 Graziano (n 56) 114. 
66 Adolfo Miaja de la Muela, Derecho internacional privado, Tomo Segundo, parte especial (10th ed, Bouza 
Vidal, Madrid, 1987) 411. 
67 de Boer (n 32) 19. 
68 Ibid. 
69 Dickinson (n 10) 552. 
70 Ibid 542. 
71 Adam Rushworth and Andrew Scott, ‘Rome II: Choice of Law for Non-Contractual Obligations’ (2008) 
LMCLQ 274, 293. 
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which law will apply to determine such intentions.72 In this connection, one can find the 

necessary regulations in the Rome I Regulation on contractual obligations. Under Rome I, 

the existence and validity of the agreement on the choice of law shall be determined in 

accordance with Articles 10, 11 and 13.73  

Although party autonomy is a very important principle as pointed out in Recital 31 of 

Rome II, it has some limitations. There is no absolute freedom of choice. This freedom is 

subject to the restrictions in Rome II. The limitations of party autonomy in Rome II, 

particularly in Article 14 as well as the reasons for such limitations will be examined as 

follow. 

Firstly, under Article 14, the choice of law must be expressed or demonstrated with 

reasonable certainty by the circumstances of the case.74 However, there is no further 

instruction on what is an expressed choice. It can be understood that parties should state 

their choice of law very clear in their agreement to avoid any doubt about the application 

of such law. Secondly, the choice shall not prejudice the rights of third parties.75 It supports 

the argument that the agreement is only valid between parties to the agreement but not 

others. Thirdly, the choice must be made after the event giving rise to the damage occurs. 

The exception is when all parties are following commercial activities, they are allowed to 

make ex ante choice.76  

The acceptance of ex ante choice of law in tort case is noticeable. The Commission 

recognised the importance of applying the same law for both contractual and non-

contractual obligations, or in other words, the need of ‘synchronising’ the law applicable to 

the contractual and non-contractual obligations which arises from the same fact-pattern.77  

However, not in all cases parties are able to make such choice. Rome II requires all parties 

to the agreement pursuing commercial activity, which should be understood as all activities 

with commercial or professional purpose.78 It is meant to protect weaker parties such as 

consumer. Furthermore, the agreement has to be freely negotiated. The purpose of this 

wording is to ensure that all parties have opportunity to negotiate on the chosen law, and 

                                                            
72 Dickinson (n 10) 544. 
73 Rome I (n 7) Article 3(5). 
74 Rome II (n 4) Article 14(1). 
75 Ibid. 
76 Ibid. 
77 Boschiero (n 33) 110. 
78 Dickinson (n 10) 561. 
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avoid the situation that one party impose the governing law term on another.79 This 

provision is valuable for commercial parties since they do acknowledge the issue of choice 

of law and have desire to extend the scope of the governing law in their contract to non-

contractual obligations arising later if any. This approach should also apply to infringement 

of IPRs, when the non-contractual obligation has a strong connection to the contract 

between parties. Parties entering IP contract should benefit from the ex ante choice since it 

helps to protect their rights and interests better. The relationship between IP contract and 

the infringement of IPRs will be discussed further in the third chapter. 

Another limitation can be found in Article 14(2). Similar to Article 3(3) of Rome I, this 

Article provides that when all relevant elements located in a country rather than the 

country whose law is chosen, the choice of foreign law cannot prejudice the mandatory 

rules of the law that would apply without the choice. However, it should be noticed that 

party autonomy is still respected. It means that the choice made by parties is still valid. The 

purpose of this provision is to protect the provisions that cannot be derogated by parties’ 

agreement, not all or any other provision in such law.   

Article 14(3) mentions another limitation. Instead of a single country’s law, this Article 

provides the exception for the situation related to Community law. If all relevant elements 

located in the Member States, the choice of law of a non-Member State cannot displace the 

mandatory provisions of Community law. Similar to the situation in Article 14(2), 

Community law may apply in particular situation where mandatory rule of the forum 

should apply. The limitation in Articles 14(2) and 14(3) can be the solution for the concern 

of the Commission in relation to the infringement of IPRs, which will be mentioned in the 

next chapter. 

From the above analysis, it is no doubt that party autonomy is a widely recognised 

principle which plays an important role in Rome II. However, Rome II explicitly precludes 

parties to exercise their freedom of choice in cases of infringement of IPRs (Article 8). It 

means that Article 14 on freedom of choice has no validity when it comes to the particular 

situations of IPRs regulated by Articles 8. The reasons of having Article 8 as a specific 

provision for IPRs and the exclusion of party autonomy thereof will be analysed in the next 

chapter.  

  

                                                            
79 Ibid 562. 
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Chapter II. Current Choice of Law Rules for Infringement of IPRs in Article 8 

This chapter studies the choice of law rules pointed out in Article 8 of Rome II, including 

the lex loci protectionis, the lex loci delicti and the exclusion of party autonomy. It 

attempts to explain the reason for the existence of the above rules. It also critically analyses 

the reasoning for having these rules to point out the insensible.  

1. The lex loci protectionis in Article 8.1 

The significance of IP to the economy was recognised in the early 1980s80 and since then, 

it has developed rapidly. Currently, due to the impact of globalisation, IPRs and its 

infringement may involve in many jurisdictions. In the case related to foreign element, it is 

difficult to determine which law apply when the infringement occurs. As a result, it is 

necessary to have a choice of law rule to determine such applicable law where there is a 

conflict of law in IP tort cases. In the EU, such choice of law rule can be found in Rome II 

Regulation. 

The specific rule 

There was no specific rule for infringement of IPRs in the Preliminary Draft Proposal of 

Rome II in 2002.81 Article 8 on the law applicable to this tort was inserted in the 

Commission Proposal published in 200382 after an intense argument between academic 

commentators and others.83 The former argued for having the IPRs under the scope of the 

new regulation, while the latter wished to exclude any IP issues from the scope of Rome II 

in order to protect the territoriality, the principle that “a nation has the right of sovereignty 

within its borders”.84 IPRs have been historically considered as a part of public policy and 

strictly territorial in nature,85 since the States have granted IPRs through an administrative 

act.86 Gradually, the former view prevailed. However, the law applicable to infringement 

of IPRs is subject to specific rule to confirm the territoriality of IPRs as an exception.87 

With regard to the adoption of the specific rule for IPRs tort, the Commission Proposal 

explained that “The general rule contained in Article 3(1)88 does not appear to be 

                                                            
80 Peter J Groves, Source Book on Intellectual Property Law (Cavendish Publishing Limited, 1997) 2. 
81 Premilinary Draft Proposal (n 1). 
82 Commission Proposal (n 2). 
83 Boschiero (n ) 91. 
84 Garner (n 31) 1610. 
85 Matulionyté (n 34) 82.  
86 Helen Norman, Intellectual Property Law (OUP, 2011) 13. 
87 Ibid 91. 
88 Rome II (n 4) Article 4(1). 
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compatible with the specific requirements in the field of intellectual property”.89 To solve 

this incompatibility, the Commission had discussed two options, which are excluding the 

infringement of IPRs or having a specific provision for it in the new regulation. The second 

was gradually adopted in Article 8. 

Due to the above reasoning of the Commission, the general rule in Article 4 of Rome II 

does not apply to the infringement of IPRs. Both the explanation of the Commission and 

the lack of cross- reference to Article 4 made it clear that the specific rule does not leave 

any space for the application of the general rule when it comes to the infringement of 

IPRs.90 As a result, the court has no choice but apply the law under Article 8 for the 

obligations arising from the infringement of IPRs. There is no possibility for the escape 

clause in Articles 4(2) and 4(3) to apply either. Even if parties have habitual residence in 

the same country that is not the country where the protection is claimed, or there is a 

manifestly closer connection could be established with another country, the law of the 

protecting country still apply. 

Regarding the exclusion of Article 4, there are two issues needed to be concerned. Firstly, 

as pointed out, there is no clear explanation why general rule in Article 4 is incompatible 

for infringement of IPRs. Secondly, providing that the lex loci damni rule in Article 4(1) is 

really incompatible, there is no reason for the absolute exclusion of escape clauses in 

Articles 4(2) and 4(3).  

The Commission went even further to avoid the application of other articles to the 

infringement of IPRs by having Article 13 in Rome II. So as to “ensure that several 

different laws are not applicable to one and the same dispute”, and to avoid the possibility 

of an “obligation based on unjust enrichment arising from an infringement of an 

intellectual property right”,91 Article 13 of Rome II states clearly that “for the purposes of 

this Chapter, Article 8 shall apply to non-contractual obligations arising from an 

infringement of an intellectual property right”. Article 13 can be seen as a clarification that 

Article 8 has priority over the rules mentioned in Chapter III, which are on unjust 

enrichment, negotiorum gestio and culpa in contrahendo.92 

As a consequence, it can be seen that Article 8 is a very specific provision in Rome II, and 

it is the only provision regulating the non-contractual obligations arising from the 
                                                            
89 Commission Proposal (n 3) 20. 
90 Fawcett and Torremans (n 2) 804. 
91 Commission Proposal (n 3) 22. 
92 Dickinson (n 10) 456. 
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infringement of IPRs. The existence of Article 8 as a specific rule for IPRs seemed to be 

most influenced by the comments on the Preliminary Draft of the Hamburg Group for 

Private International Law.93 They recommended the lex loci protectionis rule as the 

specific choice of law rule because it is widely accepted among most Member States. 

Another important reason why the Hamburg Group argued for the specific rule for 

infringement of IPRs is the persisting uncertainty over the private international law 

implications of the conventions on IPRs.94  

However, the adoption of Hamburg Group’s analysis does not ensure the soundness of 

having specific rule in Article 8. Article 28 of Rome II states that the Regulation “shall not 

prejudice the application of international conventions to which one or more Member States 

are parties at the time of its adoption and which lay down conflict-of-law rules relating to 

non-contractual obligations”. Thus, if the existing international conventions on IPRs 

already solve the issue of the law applicable to infringement of IPRs, there is no need for a 

specific rule on this matter in Rome II anymore since all Member States are contracting 

parties to the international conventions on IP.95 In brief, the specific rule in Article 8 is 

only validated if no conflict of law rules could be found in the existing conventions on 

intellectual property.96 

On account of the unconvincingness of the Hamburg Group’s reason, it would have been 

possible for the Commission to come up with another solution to determine the law 

applicable to infringement of IPRs, at least in theory.97 Nevertheless, in spite of the early 

hesitation of the Council’s Committee,98 the Commission’s view on the lex loci 

protectionis have never been seriously challenged.99 In fact, it went through the legislative 

process and was adopted in Article 8 without major changes.  The Commission also 

emphasised in Recital 26 that the lex loci protectionis is “universally acknowledged” and 

“should be preserved”.  

The territoriality  

The idea stated in Recital 26 appears to come from the principle of territoriality. Basedow 

assessed that “By their nature, IPRs are legal artifacts, created by the given state as 

                                                            
93 Hamburg Group for Private International Law (n 37) 21-5. 
94 Boschiero (n 33) 93. 
95 Ibid 94.  
96 Ibid. 
97 Dickinson (n 10) 451. 
98 Council Document 6518/04 [26/2.2004], 1-2. 
99 Council Document 11901/04 [28.7.2004], 5. 
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monopolies limited in time and designed to determine the competitive conditions in the 

relevant market of that country”.100 All the related issues including the scope, duration, 

exercise of the rights are determined by the national law of the country which protection is 

claimed. The principle of territoriality also means that the administrative act and the 

claimed protection only have national effect. Since the IPRs involve in public policy, it is 

necessary to have strict territoriality to protect the sovereign of the States. As a result, it is 

generally assumed that the territorial nature of IPRs, “the link with national authorities 

granting rights, national registers, and national economic policies”101 is the reason for the 

adoption of the lex loci protectionis.102 As the nature of choice of law rules is to determine 

an appropriate law applicable to the case which involves in foreign elements and the IPRs 

is very related to the protecting country,103 it is reasonable to use the law of the protecting 

country in the case of IPRs.  

It seems that the argument based on the principle of territoriality above had strong 

influence to the drafting of Article 8(1).104 In relation to the adoption of the lex loci 

protectionis in Article 8, the Commission provided that “The treatment of intellectual 

property was one of the questions that came in for intense debate during the Commission’s 

consultations. Many contributors recalled the existence of the universally recognised 

principle of the lex loci protectionis.”105 Furthermore, this is the case which is considered 

by the Hamburg Group that “public interests are or maybe involved”.106 Since the IPRs are 

only protected in the protecting country, it seems impossible to apply the laws of any other 

countries where there is no claimed protection.107  

The tendency of having the lex loci protectionis 

While it appears that the suggestion in Recital 26 goes too far since it is hard to say that the 

lex loci protectionis is universally 108 since actually there was no absolute consistent 

                                                            
100 Jügen Basedow, ‘Introduction’ in Jügen Basedow, Axel Metzger, Annette Kur and Josef Drexl (eds), 
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practice between Member States before Rome II,109 there is a tendency towards several 

slightly different approaches of the lex loci protectionis.110 The application of the lex loci 

protectionis can be found in some national laws. An example of that approach is Article 

93(1) of the Belgian Code of Private International Law 2004 (“Belgian CPIL”), which 

reads “IPRs are governed by the law of the State for the territory of which the protection of 

the intellectual property is sought”. Similar provisions are found in Article 110(1) of the 

Swiss Code on Private International Law Act 1987 (“Swiss CPIL”) and Article 54 of the 

Italian Private International Law Act 1995. One can also find examples in Antonio 

Martinelli and Roberto Meazza v Editions Gallimard and Sté APA111  in French courtand 

Stiftung Seebüll Ada und Emil Nolde112 in Italian court which confirmed the adoption of 

the lex loci protectionis.  

Fawcett and Torremans assessed that because of the tendency to apply the lex loci 

protectionis in national laws and courts, it is necessary to adopt the lex loci protectionis as 

the uniform rule to decide the law applicable to infringement of IPRs.113 They argued that 

the law of the country for which the protection is claimed is easier to determine while the 

law of the country where the infringement occurs may be more complicated and less easy 

to verify. They also considered the fact that the law of the protecting country applies for 

the existence, scope, validity and duration of the IPRs is another big advantage. When 

applying the lex loci protectionis, there is no need to distinguish between the existence and 

validity of IPRs and the infringement. And there is a connection between the scope of the 

right and the infringement in substantive IP law.114 It seems that the reason for having a 

uniform rule in this particular tort as provided is acceptable and the lex loci protectionis 

does bring some advantages as the two scholars pointed out. However, it is not always easy 

to decide the law of the protecting country, especially in the multiple jurisdiction 

infringement which will be considered in the next chapter.  

                                                            
109 Marta Pertagas, ‘Intellectual Property and Choice of Law Rules’ in Alberto Malatesta (ed), The 
Unification of Choice of Law Rules on Torts and Other Non Con-tractual Obligations in Europe, The Rome 
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Cedam, Padova, 2006), 229-235. 
110 Fawcett and Torremans (n 2) 807. 
111 [2003] Cour d’Apel de Paris (Court of Appeal in Paris) 198 RIDA 413. 
112 [1998] Corti di Appello di Milano (Court of Appeal in Milan), GRUR Int 503. In this case, the Court of 
Appeal in Milan held that the applicable law for German works which were still in Germany were Italian law 
as the law of the country for which protection is sought.  
113 Fawcett and Torremans (n 2) 807. 
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2. The lex loci delicti in Article 8.2 

Although the Commission promoted the lex loci protectionis as a “universally 

acknowledged” principle, it also considered that this principle was inappropriate for the 

unitary Community IPRs which are valid for the whole territory of the Community.115 In 

that case, it becomes impossible to determine the law of the country for which the 

protection is claimed. Therefore, Article 8(2) was inserted to solve this problem. For any 

question that is not governed by the relevant Community instrument, “the law applicable 

shall be the law of the country in which the act of infringement was committed”. Currently, 

there are three instruments setting up the Community IPRs which will be analysed in turn. 

Community trade mark 

The first instrument that will be considered is the Trade Mark Regulation116 which 

concerns trade marks for goods and services that are registered in accordance with its 

provisions.117 A Community trade mark may consist of any signs capable of being 

represented graphically “provided that such signs are capable of distinguishing the goods 

or services of one undertaking from those of other undertakings”.118 Regarding the 

applicable law issue, Article 101(2) of the Regulation provides that “On all matters not 

covered by this Regulation a Community trade mark court shall apply its national law, 

including its private international law.” For sanctions, Article 102(2) states that “In all 

other respects the Community trade mark court shall apply the law of the Member State in 

which the acts of infringement or threatened infringement were committed, including the 

private international law.”  

It may be questioned whether the two above Articles exclude the application of Article 

8(2) of Rome II. Actually it is hard to say that the two Articles in the Community Trade 

Mark Regulation lay down the rules to choose the law applicable to non-contractual 

obligations arising from the infringement of IPRs.119 The two Articles simply give chance 

to the Member States to choose their own rules.120 And Article 8(2) should be considered 

as imposing a uniform rule to determine the law dealing with the infringement matters not 
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116 Trade Mark Regulation (n 28). 
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covered by the Trade Mark Regulation.121 As a result, the rule in Article 8(2) replaces the 

application of national laws rule in Articles 101(2) and 102(2).122  

Community design 

The second Community IPR should be mentioned is Community design. The Community 

Design Regulation123 protects both registered and non-registered design, provided that they 

are new and have individual character.124 The design which meets the requirement of 

protection can have protection without registration.125 However, that protection only lasts 

for three years from the date that the design was made available to the public. To enjoy a 

longer period of protection, registration is necessary.126  

There is a provision in the Community Design Regulation mentioning the applicable law, 

which reads “On all matters not covered by this Regulation, a Community design court 

shall apply its national law, including its private international law”.127 Similar to the case 

of Community Trade Mark, this provision should not be considered as the exclusion of 

Article 8(2) of Rome II. Article 8(2) is still valid as it provides the rule to determine the 

issues which are not covered by the Community Design Regulation. For the purpose of this 

Regulation, the country in which the act of infringement was committed should be 

interpreted as each country in the Community in which a third party used the design 

without the proprietor’s agreement.128 

Community plant variety 

The last instrument on Community IPRs is the Community Plant Variety Regulation.129 

This regulation protects all botanical genera and species,130 “provided that they are distinct, 

uniform, stable, new, and designated by a denomination”.131 The Regulation contains some 

more detailed and advanced provisions on the infringement, compared with the two above 

instruments.132 Article 94 discusses a right of action of the right holder. Article 95 then 

provides the requirement of reasonable payment for compensation. Article 96 sets up the 
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limitation period for the claim under Articles 94 and 95. Therefore, regarding the rights 

from this Regulation, Article 8(2) of Rome II will apply to the questions related to the 

infringement except the injunction and the compensation which are already covered by the 

Community Plant Variety Regulation.133 

3. The Exclusion of Party Autonomy in Article 8.3 

Besides the above rules on choosing the applicable law, Article 8 also has a very special 

provision which excludes the choice of law made by parties in related to the IPRs tort 

cases. So far there are not many documents to enlighten the reasoning of the legislators 

during the drafting process of Rome II on this issue. The Explanatory Memorandum of the 

Commission simply states that the freedom of choice is not accepted since it would not be 

appropriate.134 It appears that again, the approach of Hamburg Group was adopted since 

there was no party autonomy allowed in the commentary of the Group.135 The Group 

considered that this is the case when “public interest are or maybe involved”,136 so the 

suitable applicable law should be the lex loci protectionis without alternative choice. The 

principle of territoriality again plays a significant role in the existence of Article 8(3) as it 

does with Article 8(1). Fawcett and Torremans argued that allowing parties to choose 

another law instead of the law of the country for which the protection is claimed could 

harm the public interests of that country.137 It means that the real reason to deny freedom 

of choice in the context of infringement IPRs is the link between IPRs and national 

authorities granting rights, national registers and national economic policies.138  

Kreuzer gave a more detailed explanation that “The exclusion of an agreement on the law 

applicable to infringements of IPRs is due to the fact that in these cases the rights exist 

only on a territorial basis so that the parties possibly could select a legal system under 

which no intellectual property right may exist.”139 He considers that the allowance for 

parties to choose the applicable law is “not only useless but rather misleading for parties 

not very familiar with the specificities of the territoriality principle”.140 His view seems 

compelling as IPRs have a close connection to the protecting country. However, de Boer 

considers that it can hardly be upheld that “the law governing the tort should also be 
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applicable to incidental questions such as the existence or extent of property rights”.141 In 

his opinion, the question related to the existence and extent of the IPRs should be subject 

to the lex loci protectionis; however, it should be distinguished with the other issues of tort 

such as “who can be held liable, the limitation or division of liability or the nature and 

measure of damages and so on”. Accordingly, there is no reason why another law cannot 

apply to decide these matters.  

Furthermore, the mere fact that public interests are involved, therefore parties may not be 

allowed to agree on the applicable law does not seem to be a convincing reason to prohibit 

party autonomy.142 Van Engelen rightly observed that there is no reason why the relevant 

public interests cannot properly be served by restraining party autonomy by competition 

law and public policy exceptions. In the case that there may be unequal bargaining power 

between the parties, competition law and contract law appear to provide the essential 

“checks and balances”.143 

Moreover, with the EU Enforcement Directive144 and the EU Border Measures 

Regulation,145 the laws on IP enforcement measures, to some extent, have been harmonised 

in the EU. The Enforcement Directive establishes minimum standards for measures for the 

collection and preservation of evidence, injunctions, damages, and so on. Besides, the EU 

Border Measures Regulation provides the certain standards to the enforcement of IPRs 

inside EU border. Due to the existence of the above legislations, it can be argued that the 

exercise of party autonomy in choosing another law rather than the lex loci protectionis can 

hardly have adverse effect in protecting State’s public policies related to IPRs.146  

One may think of another circumstance, in which party autonomy may harm the public 

policies of the protecting country, that is when parties choose to apply the law of the non-

European country. However, it is not necessary to worry about that circumstance. First of 

all, disputing parties are in the best situation to know which law is the best for their rights 

and interests, especially in the ex post choice. Secondly, TRIPs provides the minimum 

standards for the protection of IPRs in the members of WTO. Since WTO has 160 
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members147 (out of more than 190 countries in the world) and is responsible for about 97% 

percent of world trade,148 TRIPs influences most of the major national IP laws. Hence, 

there are some standards applying to all Member States to protect IPRs. Finally, in the case 

that the application of a non-European country’s law has effect to public policy of the 

protecting country, mandatory rule of that protecting country’s law shall apply. This is the 

case regulated in Article 14(2) of Rome II which is one of the limitations of party 

autonomy. 

Even if the reasoning based on the territoriality principle is absolutely right, the 

Commission could find the solution for their concern on public policy in the limitation of 

party autonomy in Articles 14(2) and 14(3). The Commission may consider a new 

hierarchy for IPRs choice of law. Whenever it is necessary to apply the mandatory rule of 

the protecting country as the law that would apply without the choice of parties, the court 

can use the above Articles. For example, the lex loci protectionis should apply to determine 

the existence, scope and duration of the IPRs. However, other aspects such as the harming 

action and the damages can be decided in accordance with the law chosen by parties as 

they are not subject to the principle of territoriality. 

Furthermore, while the principle of territoriality is the main reason for the exclusion of 

freedom of choice in non-Community IPRs,149 there is no explanation why parties are not 

allowed to choose the law of a particular Member State in Community IPRs.150 The 

applicable law in this case is the law of the country in which the act of the infringement 

was committed without allowing any choice.151 However, which law should apply if the 

act of infringement was not only committed in one country but in several country within 

the Community? This question has not been answered yet. 

In brief, the Commission has been determined with the lex loci protectionis as the choice 

of law for the infringement of non-Community IPRs in Article 8 of Rome II. The exception 

is for the infringement of Community IPRs, which is governed by “the law of the country 

in which the act of infringement was committed” if there is any question not answered by 

relevant Community instruments. As pointed out, there is no good reason to absolute 
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exclude party autonomy in Article 8, and the lack of party autonomy causes some 

problems which will be studied in the next chapter.  
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Chapter III. Suggestion of Party Autonomy 

This chapter examines the problems of Article 8 of Rome II which can be resolved if party 

autonomy is allowed. After that, it provides some examples of the adoption of party 

autonomy in some national laws. The last part of this chapter studies the proposals made 

by the well-known organisations in IP which all allow party autonomy for infringement of 

IPRs to some extent. Above all, this chapter demonstrates that there is a need for party 

autonomy and the adoption of party autonomy is potential.  

1. Current Problems of Article 8 

Multiple jurisdiction infringment 

One of the most common practical problems that the parties and the competent courts have 

to face is the multiple jurisdiction infringement. In this aspect, Rome II seems to be failed 

to consider the tension between the territoriality and the globalisation.152 If the IPR is only 

claimed to be protected in one jurisdiction, it is easier to follow the lex loci protectionis. 

However, with the globalisation and the development of informative technology, the 

situation is much more complicated than that. For example, which law should apply if the 

infringement is related to a patent or trademark protected by the law of all the Member 

States of the EU? In this era of information, the IPRs seem to be protected in many 

national laws as the owners are aware of the importance of their property, therefore, seek 

protection as much as possible. If the application of Article 8(1) leads to the application of 

all the Member States’ laws when the IPRs are protected in each and every Member States, 

it is such a disaster for the courts and the litigants. It is not only challenging to determine 

which law among the national laws to apply but also problematic to take legal advices in 

accordance with different laws.153 Neither claimants nor defendants want such a lengthy 

and expensive process. It may leads to the result that the claimants have to choose the most 

important market to pursue the litigation and abandon others. In that case, the aim of 

protecting IPRs is not fulfilled.  

Regarding the multiple jurisdiction infringement, Dickinson assesses that the adoption of 

party autonomy may improve the legal certainty.154 Fawcett and Torremans also agree with 

this view by stating that Article 8(1) will leads to the application of many protecting 

countries’ law; therefore, it is better to have party autonomy so at least parties can choose 
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one of the potential law to apply.155 As the multiple jurisdiction disputes are quite common 

in the era of globalisation,156 the problem of choosing one of the potential laws cannot be 

resolved effectively without party autonomy. 

Relationship between IP contract and infringement of IPRs 

Another problem is that Article 8(3) does not take into account the relationship between IP 

torts with other relevant legal relationships. Boschiero rightly observed that by excluding 

party autonomy regard to the infringement of IPRs, Rome II “seems to have failed to take 

full advantage of the progressive principle of party autonomy”157 either before or after the 

event of tort. In some circumstances, there is a close link between the infringement and the 

IP contract. The first example is the circumstance of copyright. It is necessary to look at 

the copyright contract to determine who is entitled to bring an action to the court against 

the infringement as well as whether an infringement is considered actionable.158 So as to 

prove that there is an infringement of copyright, the injured party has to show that the 

defendant carried out acts limited by the copyright without legal ground such as the 

consent of the owner.  

Another example is the case of patent. Under Article 60 of the European Patent 

Convention,159 if the inventor is an employee, his right to the invention “shall be 

determined in accordance with the law of the State in which the employee is mainly 

employed; if the State in which the employee is mainly employed cannot be determined, 

the law to be applied shall be that of the State in which the employer has his place of 

business to which the employee is attached”. Accordingly, there is a close connection 

between the contract of employment and the employee’s ownership of IPRs. Hence, it is 

sensible to apply the same law for the issue of employment and the infringement of 

IPRs.160 

However, Rome II does not leave any room for parties  to apply the chosen law in their 

contract to the tort in the case of IPRs, even if parties are in equal bargaining position, and 

they are pursuing commercial activities which are directly related to the tort. There is no 

doubt that such rule precludes any chance to have a single, harmonised system to govern 

                                                            
155 Fawcett and Torremans (n 2) 817. 
156 Ibid. 
157 Boschiero (n 33) 107. 
158 Ibid 108. 
159 Convention on the Grant of European Patents of October 5, 1973. 
160 Paul Torremans, ‘Authorship, Ownership of Right and Works Created by Employees: Which Law 
Applies?’ (2005) European Intellectual Property Review, 223. 
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both contractual and non-contractual obligations, including the extent, limitation or 

damages of tort.  

Lack of flexibility 

Another conspicuous problem of Article 8 is the lack of flexibility. As mentioned above, 

Rome II does not allow any flexibility for the choice of law for the infringement of IPRs. 

The choice of law process for this kind of tort is the “one-way street without any 

crossroads or exit”.161  

On one hand, it may be argued that this method of regulating provides predictability as 

well as legal certainty since the rule to choose applicable law basically does not change. 

The only difference in choosing applicable law process is to determine if the IPR is 

regulated by the Community law or not. It leads to the application of either lex loci delicti 

or lex loci protectionis. Therefore, the disputing parties and the competent court will know 

which law to apply without caring about the possibility of applying any other law. 

On the other hand, although the need of certainty and predictability is essential for a 

uniform choice of law rule within the EU,162 other values which were worth considering 

such as “the need for sensible, rational, and fair decisions in individual cases”163 were not 

taken into account. Furthermore, conflict of laws in the area of IPRs, which arises when 

there is foreign element involved, is just in its beginning stage if only because the 

developments of technology causing the globally increasing of IPRs are of recent date.164 

Therefore, from van Englen’s perspective, it is unreasonable for any legislation to have 

such a rigid regulation without allowing any flexibility.165  

One does not have to study Article 8 deeply to figure out that by regulating the applicable 

law as such standstill, there is no flexibility in this Article. Neither general rules nor the 

choice of parties are allowed. Symeonides correctly assessed that the Commission was so 

“unyielding” to achieve “tightly written black-letter rules with relatively few escapes and 

                                                            
161 van Engelen (n 5). 
162 Rome II (n 3) Recital 6: “The proper functioning of the internal market creates a need, in order to improve 
the predictability of the outcome of litigation, certainty as to the law applicable and the free movement of 
judgments, for the conflict-of-law rules in the Member States to designate the same national law irrespective 
of the country of the court in which an action is brought.” 
163 Symeon C. Symeonides, ‘Rome II and Tort Conflicts: a Missed Opportunity’ (2008) 56 American Journal 
of Comparative Law < http://www.estig.ipbeja.pt/~ac_direito/ssrn-id1031803.pdf> accessed on 15 July 2014. 
164 van Engelen (n 5). 
165 Ibid. 
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little room for judicial discretion”.166 As a result, Article 8 does not provide a reasonable 

balance between exigencies of legal certainty and flexibility.167 

In addition, Article 8 of Rome II tries to avoid the issue-by-issue analysis,168 which is 

necessary to achieve legal certainty and fairness in many cases. Except the circumstances 

of Community IPRs, the lex loci protectionis applies automatically to all and any cases, 

without considering the particular fact of each case. The denial of parties’ agreement on 

the choice of law and any opportunity for the courts to adjust such a rigid rule in Article 8 

is to achieve a perfect rule, according to the legislators’ presumption.169 However, as 

Boschiero analysed in her article, “as perfection is not for this world’, each legislature has 

to provide for a certain degree of flexibility in order to overcome its intrinsic fallibility.”170 

Van Engelen also agrees with that point by stating that Article 8 does not help to solve any 

known problem and the rigidity makes it become more ‘challenging’ in the future to 

address existing problems.171 

On account of the above analysed problems, it is necessary to allow party autonomy in the 

choice of law for the infringement of IPRs. Moreover, as discussed deeply in the previous 

chapter, the reasons to exclude party autonomy in Article 8(3) are not convincing, and the 

concern of the Commission can be resolved by other Articles in Rome II itself. The next 

part of this chapter will examine the current relevant approaches of some national laws as 

well as academic proposals to point out that it is potential to adopt the freedom of choice in 

the case of IPRs tort in Rome II. 

2. Party Autonomy for Infringement of IPRs in Some National Laws 

There are some national laws allow party autonomy in infringement of IPRs to some 

extent. The first example can be found in Belgium, a Member States of the EU. Belgian 

CPIL allows parties to choose “which law to apply to the relevant quasi-contractual 

relation”, “after the dispute has arisen”.172 It also provides that the choice has to be 

“express” and it “must not prejudice third parties’ rights”. The term ‘quasi-contractual 

relation’ means the relation “created and imposed by law because of some special 

relationship between parties or because one of them would otherwise be unfairly 

                                                            
166 Symeonides (n 163). 
167 Boschiero (n 33) 111. 
168 Ibid. 
169 Boschiero (n 33) 110. 
170 Ibid. 
171 van Engelen (n 5) . 
172 Belgian CPIL, Article 104(2). 
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enriched”.173 Thus, it can be argued that this provision may also apply to the infringement 

of IPRs, since there is no clear restriction stating that its scope does not cover IPRs. 

Another example can be found in non-Member State law. The Swiss CPIL always allows 

parties of the case of “claims arising out of infringement of IPRs” to have an agreement on 

choosing the law of the forum to apply for their disputes “after the act causing damage has 

occurred”, after providing the basic principle of lex loci protectionis.174 This acceptance, 

however, has some limitations. Parties are allowed to make only the ex post agreement. It 

means that there is no chance for parties to have a choice of law term in their contract 

extending to the non-contractual obligation regarding IPRs. Moreover, the chosen law just 

covers the issue arising out of the infringement. Finally, parties do not have a lot of choice 

but the law of forum. So instead of the lex loci protectionis, parties are able to agree on 

applying the lex fori. Although there are some restrictions to party autonomy, it is worth 

noticing that the Swiss law does not absolute exclude the freedom of choice when it comes 

to the infringement of IPRs. 

As there are some States’ laws allow party autonomy for the infringement of IPRs to some 

extent, it is potential to have party autonomy for the non-contractual obligations arising 

from this type of infringement. Furthermore, the recent academic proposals drafted by 

some leading organisations in private international law around the world which allow party 

autonomy is another valuable source for reference. 

3. Party Autonomy in Academic Proposals 

The academic proposals can be seen as “a step forward” the adopting of party autonomy in 

the choice of law for infringement of IPRs.175 The Principles drafted by the American Law 

Institute (“ALI”),176 the proposal by the European Max Planck Group on Conflict of Laws 

in Intellectual Property (“CLIP”),177 the Japanese Transparency proposal,178 and the Joint 

proposal by members of the Private International Law Association of Korea and Japanese 

                                                            
173 Garner (n 31) 370. 
174 Swiss CPIL, Article 110(2). 
175 Matulyonité (n 34) 79. 
176 American Law Institute (ALI), Intellectual Property: Principles Governing Jurisdiction, Choice of Law, 
and Judgments in Transnational Disputes (American Law Institute Publishers, 2008). 
177 European Max Planck Group on Conflict of Laws in Intellectual Property (CLIP), Principles for Conflicts 
of Laws in Intellectual Property (OUP, 2012). 
178 ‘Transparency Proposal on Jurisdiction, Choice of Law, Recognition and Enforcement of Foreign 
Judgments in Intellectual Property’ in Jügen Basedow, Toshiyuki Kono, Axel Metzger (eds), Intellectual 
Property in the Global Arena (Mohr Siebeck, 2010) 394 
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accessed on 15 July 2014. 
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Waseda University Global COE Project (“Joint JK”) 179 cover many aspects of IP law 

including the infringements. Although there are some differences in the scope of party 

autonomy in each proposal, all of them allow party autonomy in conflict of laws arising 

from the infringement of IPRs. Due to the word limitation, the part will only focus on the 

ALI Principles and CLIP Proposal which are the most detailed proposals on the choice of 

law for infringement of IPRs.  

ALI Principles 

The first proposal that needed to be mentioned is the ALI Principles. The scope of party 

autonomy in this Principles is very wide compared with others proposals and existing laws. 

It generally allows party to agree on the law applicable to the infringement of IPRs 

anytime, ex post or ex ante, although there are some limitations that party cannot agree on 

the applicable law in particular cases. Article §302(1) reads that “subject to the other 

provisions of this Section, the parties may agree at any time, including after a dispute 

arises, to designate a law that will govern all or part of their dispute.”  

The reason for that provision is that “efficiency interests are better served by allowing the 

parties to agree among themselves on the law that will determine what will usually be the 

monetary consequences of their conduct”.180 The drafters of the Principles appreciated the 

value of party autonomy, which helps to improve commercial efficiency. It is because 

party autonomy, as mentioned in the first chapter, is useful to increase legal certainty, to 

help parties to protect their rights and interests in the best way by their choice of law and to 

make the proceeding less complicated.  

The Principles also address the matter of territoriality. The drafters were aware of the 

public policy and sovereignty issues of the protecting country. However, they argued that 

those interests “are mainly related to the validity of registered rights and other public law 

issues” which are not subject to the provision on the choice of law for infringement of 

IPRs.181 They provided that the law chosen by parties only applies if it is reasonable “under 

the considerations set out in §302(5)”. Moreover, the Principles contain provisions on 

public policy and mandatory rules which may apply to protect the interests of the 

protecting country. This approach seems to balance the need for the protection of IPRs and 

                                                            
179 Principles of Private International Law on Intellectual Property Rights, 14 October 2010, published (with 
comments) in [2011] GCOE Quarterly Review of Corporation Law and Society 112 (“Joint JK”). 
180 ALI (n 176) Reporter No 2, 216. 
181 Ibid Illustration of Article §302. 
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the flexibility needed to resolve the problems that may occur as discussed in the first part 

of this chapter.  

CLIP Proposal 

The drafters of the CLIP Proposal held that party autonomy should be granted “to the 

largest extent possible”.182 It should be restricted only when there is a need to guard the 

specific character of IPRs such as the situation of public policy or the interests of third 

parties involved. However, the CLIP Proposal only allows parties to agree on the law 

applicable to the remedies for the infringements of IPRs.183 Although the scope of party 

autonomy in this proposal is not wide, the time for making the agreement is very flexible. 

It can be made before or after the dispute.184  

The proposal even accepts the application of the law applicable to pre-existing 

relationship, such as contract, to the infringement if there is a close connection between 

those two. This provision is similar to the approach of ALI Principles and can solve the 

problems causing by the relationship between IP contracts and the infringement. The 

exception is when parties both agree to exclude the application of the governing law in 

their contract to the remedies of infringements or it is clear that the tort claim is more 

closely connected with another State.185
 This regulation is quite similar to Article 14 of 

Rome II. However, it has wider scope since parties does not have to agree that the 

applicable law of their contract also apply to their tort claim if any. It seems that under the 

CLIP Proposal, the application of the agreed governing law for pre-existing relationship 

(normally the contract) to the infringement of IPRs is obvious unless parties do not want 

that application or there is clear convincing evidence to not do so.  

The mentioned national laws and proposals are well-reasoned and provide some 

appropriate degree of party autonomy. Therefore, it is not impossible to have party 

autonomy in Article 8 of Rome II since the principle is already allowed in other 

legislations and research. However, it should be noticed that there are some limitations to 

party autonomy which are necessary to strike the balance between party autonomy and IP 

protection. 
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Chapter IV. Striking a Balance between Party Autonomy and IP Protection 

This chapter critically reviews Rome II, some national laws and academic proposals on the 

limitations to party autonomy, specifically for infringement of IPRs, in order to strike a 

balance between party autonomy and the requirement of IP protection. It firstly provides 

the reasons for the limitations and then analyses some necessary restrictions to the freedom 

of choice.  

1. Reason for Limitation 

The previous chapter has demonstrated the necessary of having party autonomy in the 

infringement of IPRs. However, if parties are free to make their own choice of law, another 

question should be raised is that whether there is any limitation for such freedom. The 

answer is yes, as it is mentioned in the first chapter that the limitation is necessary to 

protect the weaker parties, third parties and public policy. This chapter will take a step 

further to focus on the reasons for the limitations to party autonomy in IPRs tort and the 

essential restrictions that should be set up. 

Firstly, without limitations to party autonomy, the regulation would become over-flexible. 

The need of improving predictability and legal certainty in Recital 6 of Rome II will not be 

met. Besides, the important issues of public policy and third parties’ interest would not be 

protected properly. Since it is still controversial whether party autonomy should be allowed 

for infringement of IPRs in Rome II, it is very difficult for the Commission to adopt an 

absolute-party-autonomy approach. Currently, the European Commission prefers 

predictability to flexibility.186 That is where the debate for more flexibility begins. Some 

scholars are arguing for a more balanced tactic. For instance, Boschiero assessed that there 

are some reasons to not allow party autonomy. 187  On the other hand, she argues to have 

party autonomy at least for the consequences of the infringement. Van Engelen also called 

for more party autonomy to balance the scale between certainty and flexibility in Article 8, 

as he deemed that it will help the courts to find “the solution and proper balance between 

conflicting interests”.188 Therefore, an extreme approach in favour of party autonomy does 

not bring benefit to the parties or the courts but will make the situation worse especially 

when other factors such as legal certainty and predictability are not seriously taken into 

account.  
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Secondly, as it can be seen from the examples mentioned in the previous chapter of 

national laws and academic proposals, there are always some restrictions for party 

autonomy although the scope of restriction differs from one to others. There is no such 

thing as absolute freedom of choice disregarding of other aspects of the facts and laws.  

Both Swiss CPIL and Belgian CPIL only allow parties to make the choice of law after the 

dispute arises.189 They do not accept the ex ante choice. It means that parties to a contract 

cannot extend their choice of law applicable to their contract to their non-contractual 

obligations. The Swiss Code also regulates that parties can only choose the law of the 

forum. The Belgian Code, on the other hand, does not mention that aspect but provides that 

the choice cannot prejudice the rights of third parties. 

The ALI Principles set up another kind of limitations. Instead of limiting the law that can 

be chosen or the time of the choice, it points out the issues that parties are not allowed to 

choose the applicable law, which are “the validity and maintenance of registered rights; the 

existence, attributes, transferability, and duration of rights, whether or not registered; and 

formal requirements for recording assignments and licenses”.190 It is not difficult to see 

that the above issues are directly connected with the principle of territoriality. In other 

words, these issues are determined by and depend on the law of the country where the 

protection is claimed. ALI Principles also recognise the significance of the territoriality by 

having Article §301 stating that the law applicable to IPRs matters is the law of “each State 

of registration” or “each State of which the protection is sought”. Therefore, despite 

parties’ wish, it is impossible to apply the law of non-protecting country to decide the 

matters such as whether the IPRs exist and to what extent the rights should be. This 

approach of ALI Principles shows the respect to the territoriality, as well as the freedom of 

choice. 

Thirdly, there are some general limitations for party autonomy in the Rome II Regulation 

itself.191 For example, Article 14 on freedom of choice lists several limitations, on the time 

of the choice, the requirement of the choice (it must be express or demonstrated with 

reasonable certainty by the circumstance of the case), and on mandatory rule of national 

law and community law. Article 16 on overriding mandatory rule and Article 26 on public 

policy of the forum can be seen as other limitations to party autonomy. 
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2. The Limitation of Party Autonomy in Infringement of IPRs 

Any law or only forum law? 

There are two tendencies on choosing the applicable law for infringement of IPRs. The 

academic proposals such as the ALI Principles and the CLIP Proposal favour the approach 

of granting parties the freedom to choose any law to apply to their disputes. However, 

Swiss law only accept parties to choose the lex fori.192 Hence, the question is that which 

approach is more sensible or in other words, whether it is necessary to limit the choice of 

law in the law of forum only. In regard to this matter, Rome II does not have any limitation 

on which law may be chosen in the cases that party autonomy is allowed. 

It can be said that the reason for the choice of forum law is the convenience for litigation. 

As mentioned above, the application of the lex fori is quite common in practice.193 It may 

be because parties want to have a chance for review mechanism in higher court or they 

wish to save money on legal fee for getting advice on foreign law. Therefore, the 

regulation of allowing parties to choose forum law is quite logical. However, although 

parties tend to choose the lex fori for their dispute, it does not mean that it should be 

impossible for them to choose another law if they wish.194 The reason to exclude party 

autonomy in Rome II so far is the territoriality and public policy. However, the previous 

chapter has demonstrated that the territoriality should strictly apply to the existence, 

duration and scope of IPRs but not the infringement of these rights. In the case that there is 

any harmful influence, the mechanism of mandatory rule and public policy rule in Rome II 

can be used to prevent such choice. Therefore, there is no reason for not letting parties to 

choose whichever law they want to protect their rights.  

Any aspect or some? 

Another question is whether parties should be able to choose the law applicable to all or 

any part of their dispute like in the ALI Principles, or their choice is just restricted to some 

issues such as remedies in the CLIP Proposal, which can be a safe boundary to not involve 

the area of public interest. Before mentioning the approaches of the two proposals, it 

should be noticed that although Rome II does not allow party autonomy in the 

infringement of IPRs and unfair competition, it does not limit parties to others cases to 

choose the law applicable to all or any part of their dispute.  
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36 
 

It seems that the reason to restrict party autonomy in the CLIP Proposal is also the 

territoriality and public policy. Party autonomy in the CLIP Proposal only covers the 

remedies.195 The drafters of the CLIP Proposal distinguished the laws applying to violation 

of IPRs and the remedies for such violation. Accordingly, the former is non-negotiable and 

strictly subject to the lex loci protectionis. They argued that if the parties were able to 

absolutely detract from the lex loci protectionis, “the scope of the right would be put at 

their disposal, and indirectly also the question of whether the right lives up the required 

standard of protection”.196 The reason why they allow party autonomy in remedies is that 

although remedy is an important part of IP regime, it is not an essential element of the 

basic claim to validity of the national rules.197  

Nevertheless, the above approach does not seem totally correct. The CLIP Proposal is right 

that the remedy is not an essential part of the basic claim and the choice of law on this 

issue does not affect the appropriation of the claim’s outcome. Their concern is about the 

national law of the country where the protection is claimed. However, not only the law 

applying to remedy but also the law applicable to the infringement does not harm the 

public policy of the protecting country. It is worth distinguishing between the law on 

which the IPRs were based and the law applying to the related tort claim. While the former 

has close connection to public policy of the protecting country, the later only deals with the 

tort claim and does not affect the principle of territoriality or public policy.198  

The ALI Principles access this matter properly by stating that parties can agree on the law 

applicable to all or any part of their dispute except some particular issues. The listed issues 

such as the validity and maintenance of registered rights; the existence, attributes, 

transferability, and duration of rights and so on are under the scope of the lex loci 

protectionis and therefore cannot be subject to the choice of parties. Other matters, 

however, do not fall under that scope. Therefore, there is no reason to prevent parties from 

choosing the applicable law to these matters. This approach is very reasonable and can 

solve the problem of applying territoriality. 

Ex post or ex ante? 

Currently, Rome II only allows parties to have ex post agreement on choice of law in 

general. The exception is when parties are pursuing commercial activities, they can also 
                                                            
195 Ibid Article 3:606. 
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agree on the governing law in their contract. The Swiss CPIL shares the similar view by 

only accepting the agreement made after the event giving rise to the damage occurred. In 

contrary, the ALI Principles and the CLIP Proposal seem to be more open by permitting 

parties have the choice of law agreement both before and after such event.  

The situation of IPRs tort is different from other kinds of tort. As discussed in the previous 

chapter, the infringements of the IPRs are much related to the several kinds of contracts. In 

these kinds of contract such as copyright or patent contract, parties may not pursue any 

commercial activities. However, one cannot deny the necessity of applying one law for 

both contractual and non-contractual obligations although there is non-commercial party. 

The CLIP has a provision allowing the law applying to pre-existing relationship to be the 

governing law in the IP tort, which reads “if the infringement is closely connected with a 

pre-existent relationship between the parties, such as a contract, the law governing the pre-

existing relationship shall also govern the remedies for the infringement”.199 Accordingly, 

the applicable law is the lex contractus. Parties should be allowed to agree in their contract 

that any infringement occurs in future related to that contract will be governed by the lex 

contractus. 

Third parties 

It is common that the legislators are concerned about third parties when granting disputing 

parties the freedom of choice of law. Article 14 of Rome II set up a condition that the 

agreement of parties on the applicable law both before and after the tort shall not prejudice 

the rights of third parties. The ALI,200 Transparency201 and Joint Proposal202 also limit the 

effect of party autonomy in this tort that such choice only have effect between parties and 

does not affect third parties. However, the Swiss CIPL203 and the CLIP Principles204 do not 

mention this issue.  

The question is that whether party autonomy should be expressly limited in inter partes 

effect or not. In order to answer this question, firstly, it is necessary to place the 

infringement of IPRs in a broader picture of the rule on freedom of choice of Rome II. 

Since generally the agreement on choice of law cannot preclude the right of third parties,205 
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it is difficult to persuade the European institutions to allow a wider scope in this aspect for 

IP tort. Secondly, the agreement is entered by contracting parties only. Third parties do not 

have a chance to study the agreement as well as to show their acceptance on it. Therefore, 

it is unfair for third parties if the agreement has effect on them. The freedom of contracting 

parties, in that case, prevents third parties to exercise their rights. Although freedom of 

choice should be appreciated, it is not efficient anymore if it badly affects others’ legal 

rights. Thirdly, in some other field of law, the agreement does not have to take effect 

between contracting parties.206 Hence, the limitation of third parties effect should be stated 

clearly because parties may be confused when performing their agreement. 
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Conclusion 

As a result of the above analysis, it is suggested that Rome II should allow parties to make 

the choice of law in the case of non-contractual obligations arising from the infringement 

of IPRs. The lex loci protectionis in Article 8(1) is appropriate for the infringement of non-

Community IPRs, but the lack of party autonomy can cause many problems which are 

already discussed in the essay. 

As mentioned by Boschiero, there are good reasons to particularly exclude party autonomy 

in the infringement of IPRs in Rome II.207 The principle of territoriality still has an 

importance role in the field of IP law and infringement of IPRs, since the IPRs are granted 

by the protecting country through administrative acts. Therefore, all the related issues on 

the existence and extent of the rights are determined by the national law of that country. 

That is why Article 8(1) points out that the lex loci protectionis as the law applicable to the 

infringement of IPRs.  

However, the absolute exclusion of freedom of choice in this field is unreasonable. Firstly, 

it can be seen that the reason for such exclusion is not totally convincing. It is necessary to 

distinguish between the law applicable to the existence and validity of IPRs and the law for 

the infringement. While the former is highly affected by the principle of territoriality, the 

later is related to tort law. Secondly, there is a need to adopt party autonomy in the field of 

IP tort. The connection between the infringement and other legal relationships, the 

requirement for more flexibility and the matter of multiple jurisdiction infringement should 

be considered to allow party autonomy to some extent for the infringement of IPRs. 

However, while the limitation of party autonomy in this case is also essential, parties 

should not be allowed to make the choice of law on particular circumstances and their 

choice should not preclude the rights of third parties.  
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